THIS DISPOSITION
04/03/01 | | NOT CITABLE AS PRECEDENT Paper No. 9
OF THE T.T.A.B. BAC

UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re Robbins Industries, Inc.
Serial No. 75/635, 291

Gregor N. Neff of Kramer Levin Naftalis & Frankel LLP for
Robbi ns I ndustries, Inc.
Cat herine K. Krebs, Trademark Exam ning Attorney, Law
O fice 108 (David Shallant, Mnagi ng Attorney).
Bef or e Hohei n, Chapman and Wendel, Adm ni strative Trademark
Judges.
Qpi ni on by Chapman, Adm nistrative Trademark Judge:

On February 5, 1999, Robbins Industries, Inc. filed an
application to register the mark VEGA E VI SE on the
Principal Register for “cutting boards” in International
Class 21. Applicant asserted a bona fide intention to use
the mark in comerce.

The Exam ning Attorney has finally refused
regi stration under Section 2(e)(1) of the Trademark Act, 15
U S.C. 81052(e)(1), on the basis that the mark VEGAE E VI SE
when applied to the identified goods of the applicant, is

nerely descriptive of them
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Appl i cant has appeal ed. Both applicant and the
Exam ning Attorney have filed briefs. Applicant did not
request an oral hearing.

The Exam ning Attorney contends that the mark VEGE E
VI SE “descri bes a feature of the goods: a device for
hol di ng vegetables [or neats or fruits] in place while they
are being cut on the cutting board” (brief, p. 3); that the
term*®“veggie” is a recognized synonymfor “vegetable” and a
“vise” is a clanping tool; that VEGE E VI SE has a commonl y
under st ood nmeani ng as applied to cutting boards which
incorporate a neans for holding the food in place while it
is cut; and that the mark is not a coined termcreating a
uni que commercial inpression, as argued by applicant.

In support of her refusal to register under Section
2(e) (1), the Exam ning Attorney submtted the foll ow ng
materials: (i) dictionary definitions of the words “veggie”
and “vise” and “incongruous”q (ii) afewthird-party
regi strations which included disclainmers of the words
“veggie” or “vise”; and (iii) two stories of 23 total
stories found froma search [franed as “vise and (cutting

board)”] of the Nexis database.

! The Examining Attorney’'s request that the Board take judicial
notice of the definition of “incongruous” is granted. See TBWP
§712. 01.



Ser. No. 75/635291

Appl i cant contends that the product it is devel oping
“Wwll not have a vise of any kind, nor will it have
anyt hi ng whi ch reasonably could be called a vise,” but
rather “it will have nmultiple tines or prongs” to hold the
food itemin place on the cutting board (Decenmber 2, 1999
response to O fice action, p. 2); that applicant’s product
wi |l not squeeze or clanp the food item but will hold the
food itemby inmpaling it in the manner that a table fork
hol ds food; that the mark is alliterative; and that the
mark i s whinsical and incongruous because purchasers woul d
easily understand that the powerful jaws of a vise would
crush vegetables and other food itens. Applicant concl udes
that based on the alliterative, whinsical and incongruous
nature of the mark, these common terns, viewed together as
a whole, create a unique conmercial inpression resulting in
a suggestive mark, citing In re Shutts, 217 USPQ 363 (TTAB
1983) (SNO RAKE hel d not nerely descriptive for a snow
renoval hand tool). Finally, applicant contends that the
Nexi s evidence submtted by the Exam ning Attorney refers
to a vise and/or spikes on cutting boards thereby
establishing that the “spikes” hold the food itemand the
“vise” holds a bow; and that there are nunerous ot her
ternms (e.qg., clanp, spike) which conpetitors may use to

refer to cutting boards with prongs.
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It is well settled that “a termis descriptive if it
forthwith conveys an i medi ate i dea of the ingredients,
qualities or characteristics of the goods [or services].”
(Enmphasi s added). In re Abcor Devel opnent Corp., 588 F.2d
811, 200 USPQ 215, 218 (CCPA 1978). Moreover, the
i mredi ate i dea nust be conveyed with a “degree of
particularity.” In re TMS Corporation of the Anericas, 200
USPQ 57, 59 (TTAB 1978); and In re Entenmann’s Inc., 15
USPQ2d 1750, 1751 (TTAB 1990), aff’d, unpub’'d, Fed. Cir.
February 13, 1991. As the Court stated in In re Abcor
Devel opnment, supra: “Although a mark may be generally
descriptive, if it also functions as an indication of
origin, it is not ‘nerely descriptive.”” See also, Inre
Qui k-Print Copy Shop, Inc., 616 F.2d 523, 205 USP@d 505
( CCPA 1980) .

O course, whether a termor phrase is nerely
descriptive is determned not in the abstract, but in
relation to the goods or services for which registration is
sought, the context in which it is being used on or in
connection with those goods or services, and the possible
significance that the termor phrase would have to the
average purchaser of the goods or services because of the
manner of its use. See In re Bright-Crest, Ltd., 204 USPQ

591 (TTAB 1979). See also, In re Consolidated C gar Co.,
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35 USP@d 1290 (TTAB 1995); and In re Pennzoil Products
Co., 20 USPQ@d 1753 (TTAB 1991).

Viewing this record inits entirety, we find that the
mark VEGE E VI SE, taken as a whole, is not nerely
descriptive of applicant’s cutting boards. That is, the
evi dence of record does not establish that this mark,

VEGE E VI SE, conveys an imedi ate idea of a primary feature
of applicant’s goods. The term*“vise” in relation to
hol di ng food products (including vegetables) on a cutting
board is whinsical and incongruous. It would be rare, if
not conpletely illogical, for someone to suggest hol ding
veget abl es (or other food products) in a vise. Hence, the
mark VEGAE E VI SE consists of two terns which, when
conbined, result in an incongruous neaning. Applicant’s
mark is indeed a juxtaposition of two comon words which,
when viewed as a whole, and in relation to the invol ved
goods (cutting boards), is creative, and thus the mark has
not been shown to be nerely descriptive.

The two Nexis stories submtted by the Exam ning
Attorney (both relating to kitchen tools nmade to assi st
people with mld physical inpairments or disabilities) are
unper suasi ve for the reasons asserted by applicant, as set
forth above. Moreover, we note that the Exam ni ng Attorney

did not submt any evidence denonstrating that the
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conbi nation of terns “VEGE E VISE’ has been used in a
descriptive sense.

Finally, it has |long been acknowl edged that there is
often a very narrow |l ine between terns which are nerely
descriptive and those which are suggestive, and the
borderline between the two is hardly a clear one. See In
re Atavio Inc., 25 USPQ2d 1361 (TTAB 1992). At the very
| east, i f doubt exists as to whether a termis nerely
descriptive, it is the practice of this Board to resolve
that doubt in favor of the applicant and pass the
application to publication. See In re Gournet Bakers Inc.,
173 USPQ 565 (TTAB 1972). In this way, anyone who believes
that the mark is, in fact, descriptive, may oppose and
present evidence on this issue to the Board.E

Deci sion: The refusal to register under Section

2(e)(1) is reversed.

21n addition, we note that while this application is based on
applicant’s assertion of a bona fide intention to use the mark in
commerce, there is no evidence to show how applicant plans to use
the involved mark. Specifically, there are no speci nens of
record, and applicant declined the Exanining Attorney’s request
for a photograph or advertising show ng applicant’s goods based
on applicant’s continuing devel opnent of its product and possible
patentability of certain features thereof. |If applicant’s

speci nens of use denonstrate descriptive use of this mark, the
Exam ning Attorney may wi sh to re-examne the application with
respect to this issue.



